United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



| APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


10/679,963 


10/06/2003 


Gene Mason 


MASIM0.353A 


3580 



20995 7590 06/02/2004 

KNOBBE MARTENS OLSON & BEAR LLP 
2040 MAIN STREET 
FOURTEENTH FLOOR 
IRVINE, CA 92614 



KREMER, MATTHEW J 



ART UNIT 



PAPER NUMBER 



3736 

DATE MAILED: 06/02/2004 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 





Application No. 


Applicant(s) 


Office Action Summary 


10/679,963 


MASON, GENE 


Examiner 


Art Unit 






Matthew J Kremer 


3736 





The MAILING DATE of this communication appears on the cover sheet with the correspondence address ~ 
Period for Reply 
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THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 
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- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 
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* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) [X] Notice of References Cited (PTO-892) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) M Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date 02272004 . 



4) □ Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) O Notice of Informal Patent Application (PTO-152) 

6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 1-04) 



Office Action Summary 



Part of Paper No./Mail Date 05282004 



Application/Control Number: 10/679,963 Page 2 

Art Unit: 3736 

DETAILED ACTION 

Claim Objections 

1 . Claims 9-10 are objected to under 37 CFR 1 .75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous claim. 
Applicant is required to cancel the claim(s), or amend the claim(s) to place the claim(s) 
in proper dependent form, or rewrite the claim(s) in independent form. Claims 9-10 
depend from claim 1 , which is directed to an attachment device "for positioning a 
reflective optical probe to a measurement site," but claims 9-10 only include limitations 
on the optical probe. These additional limitations in claims 9-10 do not provide any 
structural on the claimed invention of the attachment device and therefore do not further 
limit the subject matter of claim 1 . 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1 and 8-10 are rejected under 35 U.S.C. 102(b) as being anticipated by 
U.S. Patent 6,061 ,584 to Lovejoy et al. (Lovejoy). Lovejoy teaches a device that 
includes an attachment mechanism 46 that has a slot 58. (Fig. 1 of Lovejoy). The slot is 
capable or receiving a positioning member 39. (Fig. 1 of Lovejoy). The attachment 
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device is configured in a way that when the optical probe is placed on the measurement 
site, the optical probe has protruding portions 16 and 18 that noninvasively recesses 
into the tissue at the measurement site. It is noted that the limitation "for positioning a 
reflective optical probe" was not given any patentable weight since this is merely 
"intended use" language, which cannot be relied upon to define over Lovejoy, since 
Lovejoy discloses all of the claimed elements of the attachment device and their recited 
relationships. See Ex parte Masham 2 USPQ 2 nd 1647. In regard to claim 8, adhesive 
tape is used, (column 2, lines 55-61 of Lovejoy). In regard to claim 9, the probe can be 
selected for particular measurement sites, (column 3, lines 2-5 of Lovejoy). In regard to 
claim 10, the optical probe includes emitters 22 and 24. (Fig. 3 of Lovejoy). 

4. Claims 1-7 are rejected under 35 U.S.C. 102(b) as being anticipated by U.S. 
Patent 4,802,485 to Bowers et al. (Bowers). Bowers teaches a device that includes an 
attachment mechanism 40 that has a slot at snap 54. (Fig. 3 of Bowers). The slot is 
capable or receiving a positioning member from sensor 18 at snap 54. (Fig. 3 of 
Bowers). The attachment device is configured in a way that when the optical probe is 
placed on the measurement site, the optical probe has a protruding portion 18 that 
noninvasively recesses into the tissue at the measurement site. In regard to claims 2-4, 
a biasing member 52 is disclosed (Fig. 3 of Bowers). In regard to claim 5, attachment 
device 40 is a headband. In regard to claims 6-7, ruler-like indicia are disclosed 
(reference number 44 in Fig. 3 of Bowers). 



Application/Control Number: 10/679,963 Page 4 

Art Unit: 3736 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 1 , 5, and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over U.S. Patent 4,380,240 to Jobsis et al. (Jobsis) in view of U.S. Patent 6,061 ,584 to 
Lovejoy et al. (Lovejoy). Jobsis teaches an attachment mechanism 150 and a reflective 
probe 155 that has one protruding portion 156 that noninvasively recesses into tissue at 
the measurement site. Jobsis teaches that the reflective probe 155 is secured to the 
attachment mechanism 150 (column 8, lines 2-12 of Jobsis) but Jobsis does not teach 
how this is accomplished. Lovejoy teaches a positioning and slot system (see reference 
numerals 39,40, 58, and 59 in Fig. 1 of Lovejoy) that would fulfill the requirements of 
providing the secure attachment of the probe 155 to that attachment mechanism 150 as 
set forth in Jobsis. (Fig. 1 of Lovejoy). Therefore, it would have been obvious to one 
having ordinary skill in the art at the time the invention was made to use the positioning 
and slot system as disclosed by Lovejoy in the device of Jobsis since Jobsis teaches 
that the reflective probe 155 is secured to the attachment mechanism 150 and Lovejoy 
teaches how this can be accomplished. In regard to claim 5, the attachment 
mechanism is a headband since the device is used on the head. (Abstract of Jobsis). In 
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regard to claim 9, the probe can be selected for particular measurement sites. (Abstract 
of Jobsis). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Matthew J Kremer whose telephone number is 703-605- 
0421 . The examiner can normally be reached on Mon. through Fri. between 8:30 a.m. - 
5:00 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mary Beth Jones can be reached on 703-308-3400. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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Art Unit 3736 



